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Before Hairston, Walters, and Drost, Adm nistrative
Trademar k Judges.

Opi nion by Drost, Adm nistrative Tradenmark Judge:

On Septenber 24, 1998, Menard, Inc. (applicant),
applied to register the mark COWANDER (typed) on the
Principal Register for goods ultinmately identified as
“doors, door panels, door frames, door casings and door
units of netal sold exclusively through MENARDS® hone
i mprovenment retail stores” in Cass 6. The exam ning

attorney has refused to register applicant’s mark under

! Serial No. 75558087. The application contains an allegation of
a date of first use of February 1998 and in conmerce of Septenber
1998.
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Section 2(d) of the Trademark Act (15 U S.C. 8§ 1052(d))
because of a prior registration for the mark WEATHER
COMVANDER (typed) for “building materials, nanely, non-
metal doors" in Cass 19.2 Wen the exani ning attorney
mai nt ai ned the refusal, this appeal foll owed.

Qur principal review ng court has set out thirteen
factors that are appropriate to consider in |likelihood of

confusion cases. In re Majestic Distilling Co., 315 F. 3d

1311, 65 USP2d 1201, 1203 (Fed. Cr. 2003). See also In

re E. 1. du Pont de Nenours & Co., 476 F.2d 1357, 177 USPQ

563, 567 (CCPA 1973); and Recot, Inc. v. Becton, 214 F.3d

1322, 54 USPQRd 1894, 1896 (Fed. Cir. 2000). More
specifically, the Court’s predecessor explained that “[t]he
fundamental inquiry nandated by 8§ 2(d) goes to the

cumul ative effect of differences in the essenti al
characteristics of the goods and differences in the marks.”

Feder at ed Foods, Inc. v. Fort Howard Paper Co., 544 F.2d

1098, 192 USPQ 24, 29 (CCPA 1976).
The first factor we will consider is the simlarities
and dissimlarities of the marks. 1In this case, applicant

seeks registration for a mark conprising the single typed

2 Registration No. 2,646,047, issued Novenmber 5, 2002. The
underlying application was filed on June 4, 1998, and it was
anended to assert a date of first use of July 12, 2000.
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word COVWANDER. The cited registration is also for a typed
mark but it is for the words WEATHER COMVANDER. (Qbvi ousl Yy,
there is one simlarity, i.e., both marks contain the sane
word COVWWANDER, and one difference, i.e., registrant’s mark
adds the word WEATHER.  Regardi ng the common word
COMVANDER, it appears to be arbitrary or suggestive when
used wth doors. There is no evidence that the termis
weak or comonly used in the trade.

Furthernore, the exam ning attorney has included
evidence in the formof copies of trademark registrations
t hat supports his conclusion that the term WEATHER has at
| east a highly suggestive connotation when used with the
goods. See, e.g., Registration No. 2,128,467 (WEATHER KI NG
for netal doors and wi ndows); No. 1,344,433 (VWEATHERBLOC
and design for insulated doors); No. 2,173, 380 (VWEATHERSAFE
for non-netallic doors); No. 2,126,602 (WEATHER BREAK f or
thermal -barrier type sliding glass doors); No. 2,085,821
(WEATHER SHI ELD for netal w ndows and doors); No. 2, 368, 864
(WEATHER STOPPER for vinyl w ndows and doors); and No.
808, 327 (WEATHERBAR for steel and alum numrolling doors).

I n anal yzi ng whether marks are simlar, “there is
nothing inproper in stating that, for rational reasons,
nmore or |ess weight has been given to a particular feature

of the mark, provided [that] the ultimte conclusion rests
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on consideration of the marks in their entireties.” Inre

National Data Corp., 753 F.2d 1056, 224 USPQ 749, 751 (Fed.

Cr. 1985). 1In this case, we have considered the marks in
their entireties wthout disregarding the term *“Wather,”
however, we find that both marks are dom nated by the

i dentical, common term “Commander.” Registrant’s
additional term*“Wather” wll likely be viewed as sinply a

nmodi fier of the term*“Comuander,” e.g., a door that is

better suited to handle extrenes in weather. Therefore,
the marks are simlar in sound, appearance, neaning and

comercial inpression. Wlla Corp. v. California Concept

Corp., 558 F.2d 1019, 194 USPQ 419, 422 (CCPA 1977)
(CALI FORNI A CONCEPT and surfer design likely to be confused

wi th CONCEPT for hair care products). See also In re Dixie

Restaurants, 105 F.3d 1405, 41 UsP2d 1531, 1534 (Fed. G

1997) (Federal Circuit held that, despite the addition of
the words “The” and “Cafe” and a di anond-shaped design to
registrant’s DELTA mark, there was a |ikelihood of

conf usi on).

We have al so considered the case of In re Swenson

Spreader Co., 222 USPQ 647 (TTAB 1984). In that case, the

board found that the mark FI ELD COVWANDER for fertilizer
spreadi ng machines for farmuse was not confusingly simlar

to the mark TURF COMMANDER for tractors and gang | awn
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mowers therefor for industrial use only. The board found
that “[a]side fromthe mlitary connotation which one m ght
ascribe to FI ELD COWWANDER, the words ‘FIELD and ‘' TURF in
both marks have only vaguely simlar neanings and have

obvi ous differences in appearance and pronunciation.” 222
USPQ at 648.° As discussed above, the differences between
COVMANDER and WEATHER COMVANDER are mnuch | ess significant
and overall the comrercial inpressions of these marks woul d
be simlar.

We next address the simlarities and dissimlarities
in applicant’s and registrant’s goods. “Applicant concedes
that Applicant and Registrant’s goods are simlar” (Reply
Br. at 6), but disputes the exam ning attorney’s contention
that they are identical. Applicant’s goods are “doors,
door panels, door frames, door casings and door units of
metal sold exclusively through MENARDS® hone i nprovenent
retail stores,” while registrant’s goods are “buil di ng
materials, nanely, non-netal doors.” Certainly, both
identifications of goods include doors in general although
it is clear that the doors would be nmade of different
materials (nmetal v. non-netal). Setting aside for the
monment the limtation of where applicant’s goods are sold,

applicant’s and registrant’s goods are identical doors with

® The board al so found that the goods “differ sufficiently.” 1d.

5
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the difference being applicant’s doors are netal while
regi strant’s goods are non-netal.

The exam ning attorney has included several
regi strations that suggest that netal and non-netal doors
have been registered by the sane entity under a comon
mark. See, e.g., Registration No. 2,454,518 (netal doors
and door franes and non-netal doors and door frames); No.
2,176,615 (residential netal doors and residential non-
metal doors); No. 2,656,163 (netal w ndows and doors and
non- et al wi ndows and doors); and No. 2,678,839 (Non-netal
doors and netal doors). These registrations are at | east
sone evidence that netal and non-netal doors would be sold

by the sane entity under a conmon mark. See In re Micky

Duck Mustard Co., 6 USPQ2d 1467, 1470 n.6 (TTAB 1988)

(Al't hough third-party registrations “are not evidence that
the marks shown therein are in use on a comercial scale or
that the public is famliar with them [they] may have sone
probative value to the extent that they nay serve to
suggest that such goods or services are the type which may

emanate froma single source”). See also In re Albert

Trostel & Sons Co., 29 USPQ2d 1783, 1786 (TTAB 1993).

In addition, we note that applicant itself sells non-
metal and netal exterior doors and adverti ses them on the

sanme page of its circular. See Advertising circular, p. 15
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(“ COVWANDER™ 32" or 36” Traditional Pre-Hung Exterior

| nsul ated Steel Doors” and “Storm & Screen Doors — 32" or
36" White Self-Storing Traditional — Tough textured vinyl
over a durable wood core”).

The record convinces us that non-netal and netal doors
woul d be sufficiently related such that, if simlar marks
were used on these goods, there would be a |ikelihood of
confusion. However, in this case applicant has anended its
identification of goods to limt its doors and door-rel ated
products to those that are sold exclusively through
MENARDS® hone i nprovenent retail stores. W nust consider
the goods as they are identified in the application and the

cited registration. Paula Payne Products v. Johnson

Publ i shing Co., 473 F.2d 901, 177 USPQ 76, 77 (CCPA 1973)

(“Trademark cases involving the issue of |ikelihood of
confusi on nust be decided on the basis of the respective
descriptions of goods”). However, even considered with
this limtation, the goods of applicant and registrant are
rel at ed.

We begin by noting that whether goods are related is
not a sinple matter of showi ng that the goods will not
appear in the sane store. |Indeed, the fact that goods are
sold in the sane stores does not establish that there is a

l'i kel i hood of confusion. See Federated Foods, 192 USPQ at
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29 (“A wde variety of products, not only fromdifferent
manufacturers within an industry but also fromdiverse
i ndustries, have been brought together in the nodern
super mar ket for the conveni ence of the custoner. The nere
exi stence of such an environnment should not foreclose
further inquiry into the likelihood of confusion arising
fromthe use of simlar marks on any goods so displ ayed.”
Board’'s finding of likelihood of confusion affirned as to
some goods, reversed as to other) (enphasis in original).?*
Second, “it has often been said that goods or services
need not be identical or even conpetitive in order to
support a finding of |ikelihood of confusion. Rather, it
i s enough that goods or services are related in sonme nmanner
or that circunstances surrounding their marketing are such
that they would be likely to be seen by the sane persons
under circunstances which could give rise, because of the
mar ks used thereon, to a m staken belief that they
originate fromor are in sone way associated wth the sane

producer or that there is an associ ati on between the

“ Applicant also refers to In re Shoe Wrks Inc., 6 USPQ2d 1890
(TTAB 1988) and argues that the channels of trade Iimtation
established that there was no likelihood of confusion. However,
in that case, there were nunerous other factors, not the |east of
whi ch was applicant’s subm ssion of a detail ed consent agreenent
as well differences in the goods (shoes v. shorts and pants),
that resulted in the board' s conclusion that there was no

i kelihood of confusion.
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producers of each parties' goods or services.” Inre

Melville Corp., 18 USPQRd 1386, 1388 (TTAB 1991). See al so

In re Martin's Fanobus Pastry Shoppe, Inc., 748 F.2d 1565,

223 USPQ 1289 (Fed. Cir. 1984); In re Internationa

Tel ephone & Tel egraph Corp., 197 USPQ 910 (TTAB 1978).

In this case, even with the limtation of applicant’s
goods, the goods of applicant and registrant are likely to
be encountered by the sanme purchasers. Purchasers nmay be
interested in nore than one type of door and purchasers
woul d shop in nore than one store for doors. Furthernore,
a purchaser considering a replacenent for a door would
i kel y consider the advantages of both netal and non-netal
doors. Purchasers who are conpari son shopping for doors
could easily encounter registrant’s WEATHER COMVANDER non-
metal door in one store and then see applicant’s COMVANDER
metal door in applicant’s store. Consuners shopping in
this manner would likely believe that there was sone
associ ation or relationship between the source of COMVANDER

doors and WEATHER COMMANDER doors.® Therefore, we concl ude

®In addition, nothing in registrant’s identification of goods
prevents registrant’s goods frombeing sold in applicant’s
stores. O course, applicant may voluntarily refuse to carry
registrant’s doors, but there is nothing in the identification of
goods that would require this. W do not read linmtations into
the identification of goods or services. Squirtco v. Tony Corp.,
697 F.2d 1038, 216 USPQ 937, 940 (Fed. Cir. 1983)
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that applicant’s netal doors sold exclusively in its stores
and registrant’s non-nmetal doors are rel ated.

Finally, applicant argues that “Applicant and
Regi strant’ s marks have coexisted in the marketpl ace for
several years and there have been no instances of actual
confusion.” Particularly, in an ex parte case, the absence
of actual confusion is hardly unusual and seldomis a
significant factor in finding that there is no |ikelihood

of confusion. Majestic Distilling, 65 USPQRd at 1205 (" The

| ack of evidence of actual confusion carries little

weight”). Applicant cites the case of In re General Mtors

Corp., 23 USPQ2d 1465 (TTAB 1992) as support for its
position that the |ack of actual confusion should be
significant in this case. However, the differences between

Ceneral Mdtors and applicant’s case are striking. GCeneral

Mot ors submtted evidence of nearly thirty years of

si mul t aneous exi stence w t hout confusion of the GRAND PRI X
mar ks, the fame of its mark, and the sale of nore than
2,600,000 vehicles. In applicant’s case, registrant’s date
of first use is listed as July 12, 2000, so there is a much
shorter period of potential overlap. 1In addition, the

evi dence of use and | ack of actual confusion is certainly

much weaker than in the General Mdtors case. Thus, there

is no basis to deviate fromthe normal rule that the | ack

10
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of actual confusion does not provide nuch support for the

argunent that there is no likelihood of confusion.
Decision: The exam ning attorney’s refusal to

regi ster applicant’s mark on the ground that it is likely

to cause confusion with the cited registered mark used in

connection with the identified goods under Section 2(d) of

the Tradenmark Act is affirned.
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